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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Claims 28-37 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

With respect to line 4 of claim 28, the concept of the filter media being disposed 
at the open top portion of the oil pan to close the open top lacks basis in the original 
disclosure and is considered new matter. 

Concerning lines 6-7 of claim 28, the concept of the filter media having sufficient 
resistance to flow of oil therethrough to retain the oil on the dirty side of the filter media 
lacks basis in the original disclosure and is considered new matter. 

Regarding lines 2-4 of claim 31, the concept of the oil being temporarily retained 
in the valleys on the dirty side of the filter media until pulled through the filter media by 
suction applied to the suction passageway lacks basis in the original disclosure and is 
considered new matter. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 28-37 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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With respect to claim 28, the limitation "filter media disposed at the open top 
portion of the oil pan to close the open top" on lines 4-5 of claim 28 is considered 
misdescriptive since the original drawing Figures disclose the filter media as being 
spaced downwardly from the open top portion of the pan as opposed to being at the 
open top. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 28-30, and 35-37 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Jagdmann. 

With respect to claim 28, Jagdmann discloses an oil pan 20 having a space 38 
between a floor and an open top portion 36, a filter media 56 disposed at the open top 
portion of the oil pan to close the open top (see FIG. 1 1 ), the filter media media 56 
having a dirty side facing upwardly and a clean side facing the floor, and a suction 
passageway (e.g., defined by conduits 50 or 57) extending from the space in the oil pan 
to a location outside of the oil pan, the suction connection being connected to a suction 
pump capable of pulling the oil through the filter media into the space and conveying the 
oil out of the pan for recirculation (see lines 52-59 of col. 3). Jagdmann fails to specify 
the filter media having sufficient resistance to flow of oil therethrough to retain oil on the 
dirty side of the filter media, however, such a property is considered inherent in the case 
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where the oil was congealed during extremely cold weather or when the filter media has 
been sufficiently loaded with contaminants. 

Claims 29 and 30 relate to intended use and carry no patentable weight. 

Concerning claim 35, Jagdmann discloses the filter media as being separable 
from the pan so as to be replaceable since it is removably clamped between the pan 
and the transmission casing (see lines 5-8 of col. 4). 

Regarding claim 36, Jagdmann discloses the filter media as being retained within 
a frame (e.g., formed by rubber compound or heavy resin at the margin of the cloth, see 
from line 74 of col. 3 to line 2 of col. 4). 

As to claim 37, Jagdmann discloses the suction passageway as being a return 
pipe 52 that is part of the oil pan. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 31-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jagdmann in view of Taniguchi. 

With respect to claim 31 , Jagdmann fails to specify the filter media as being 
pleated. Taniguchi discloses an analogous filter that is pleated (see FIG. 4) and teaches 

that such a configuration-provides a greater filtering area for.the same flow face area as 

compared to a flat filter thereby increasing the life of the filter (see lines 21-26). It would 
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have been obvious to have modified the filter of Jagdmann so as to have included a 
pleated filter media as suggested by Taniguchi in order to increase the filtering area of 
the filter. 

Claims 32-34 relate to intended use and carry no patentable weight. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew 0 Savage whose telephone number is (571) 
272-1 146. The examiner can normally be reached on Monday-Friday, 6:00am-2:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda W. Walker can be reached on (571 ) 272-1 1 51 . The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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